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1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-52 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 
6,185,452. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are an obvious change or rearrangement in the 
scope of the invention. It is clear that the claims recite a system for stimulating tissue 
having a sealed housing having the same dimensions, configured for implantation 
containing a power consuming circuitry including a battery, electrode, capacitor, coils, 
and means for energizing the coils. Since the claims are merely a rearrangement in the 
scope of the claims and are not patentably distinct from one another the obviousness- 
type double patenting rejection applies. Also with respect to claims 3, 5,7, 15 to choose 
any desired shape of the container is considered to have been an obvious engineering 
design choice without a showing of criticality. 
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3. Claims 1-52 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-21 of U.S. Patent No. 
6,164,284. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the differences are an obvious change or 
rearrangement in the scope of the invention. It is clear that the claims recite a system 
for stimulating tissue having a sealed housing having the same dimensions, configured 
for implantation containing a power consuming circuitry including a battery, electrode, 
capacitor, coils, and means for energizing the coils. Since the claims are merely a 
rearrangement in the scope of the claims and are not patentably distinct from one 
another the obviousness-type double patenting rejection applies. Also to choose any 
desired shape of the container is considered to have been an obvious engineering 
design choice without a showing of criticality. 

4. Claims 1-52 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 
6,564,807. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the differences are an obvious change or 
rearrangement in the scope of the invention. It is clear that the claims recite a system 
for stimulating tissue having a sealed housing having the same dimensions, configured 
for implantation containing a power consuming circuitry including a battery, electrode, 
capacitor, coils, and means for energizing the coils. Since the claims are merely a 
rearrangement in the scope of the claims and are not patentably distinct from one 
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another the obviousness-type double patenting rejection applies. Also with to choose 
any desired shape of the container is considered to have been an obvious engineering 
design choice without a showing of criticality. 

5. Claims 1-52 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-7 of U.S. Patent No. 
6,315,721. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the differences are an obvious change or 
rearrangement in the scope of the invention. It is clear that the claims recite a system 
for stimulating tissue having a sealed housing having the same dimensions, configured 
for implantation containing a power consuming circuitry including a battery, electrode, 
capacitor, coils, and means for energizing the coils. Since the claims are merely a 
rearrangement in the scope of the claims and are not patentably distinct from one 
another the obviousness-type double patenting rejection applies. Also with to choose 
any desired shape of the container is considered to have been an obvious engineering 
design choice without a showing of criticality. 

6. Claims 1-52 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-12 of U.S. Patent No. 
6,208,894. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the differences are an obvious change or 
rearrangement in the scope of the invention. It is clear that the claims recite a system 
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for stimulating tissue having a sealed housing having the same dimensions, configured 
for implantation containing a power consuming circuitry including a battery, electrode, 
capacitor, coils, and means for energizing the coils. Since the claims are merely a 
rearrangement in the scope of the claims and are not patentably distinct from one 
another the obviousness-type double patenting rejection applies. Also with to choose 
any desired shape of the container is considered to have been an obvious engineering 
design choice without a showing of criticality. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Fujii 
et al. 

Fujii et al teaches a device having an elongate housing (Figures 2, 4 and 6) configured 
for implantation having controlling circuitry having a battery (124), electrode (125), and 
transmitting and receiving portions, which are well known to use coils and means for 
energizing the external coil to supply energy to the internal coil (159). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Lacyk whose telephone number is 571-272- 
4728. The examiner can normally be reached on Mon-Fri, 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571-272-4726. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published. applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
Art Unit 3736 



J. P. Lacyk 



